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Patent and Trademark Office, Commerce § 1.110

or organization at the time the claimed
invention was made.

(e) The claims in any original appli-
cation naming an inventor will be re-
jected as being precluded by a waiver
in a published statutory invention reg-
istration naming that inventor if the
same subject matter is claimed in the
application and the statutory inven-
tion registration. The claims in any re-
issue application naming an inventor
will be rejected as being precluded by a
waiver in a published statutory inven-
tion registration naming that inventor
if the reissue application seeks to
claim subject matter (1) which was not
covered by claims issued in the patent
prior to the date of publication of the
statutory invention registration and
(2) which was the same subject matter
waived in the statutory invention reg-
istration.

[24 FR 10332, Dec. 22, 1959, as amended at 34
FR 18857, Nov. 26, 1969; 47 FR 21752, May 19,
1982; 50 FR 9381, Mar. 7, 1985]

§ 1.107 Citation of references.

(a) If domestic patents are cited by
the examiner, their numbers and dates,
and the names of the patentees must be
stated. If foreign published applica-
tions or patents are cited, their nation-
ality or country, numbers and dates,
and the names of the patentees must be
stated, and such other data must be
furnished as may be necessary to en-
able the applicant, or in the case of a
reexamination proceeding, the patent
owner, to identify the published appli-
cations or patents cited. In citing for-
eign published applications or patents,
in case only a part of the document is
involved, the particular pages and
sheets containing the parts relied upon
must be identified. If printed publica-
tions are cited, the author (if any),
title, date, pages or plates, and place of
publication, or place where a copy can
be found, shall be given.

(b) When a rejection in an applica-
tion is based on facts within the per-
sonal knowledge of an employee of the
Office, the data shall be as specific as
possible, and the reference must be
supported, when called for by the appli-
cant, by the affidavit of such employee,
and such affidavit shall be subject to
contradiction or explanation by the af-

fidavits of the applicant and other per-
sons.

[46 FR 29182, May 29, 1981, as amended at 61
FR 42805, Aug. 19, 1996]

§ 1.108 Abandoned applications not
cited.

Abandoned applications as such will
not be cited as references except those
which have been opened to inspection
by the public following a defensive pub-
lication.

[50 FR 9381, Mar. 7, 1985]

§ 1.109 Reasons for allowance.

If the examiner believes that the
record of the prosecution as a whole
does not make clear his or her reasons
for allowing a claim or claims, the ex-
aminer may set forth such reasoning.
The reasons shall be incorporated into
an Office action rejecting other claims
of the application or patent under reex-
amination or be the subject of a sepa-
rate communication to the applicant
or patent owner. The applicant or pat-
ent owner may file a statement com-
menting on the reasons for allowance
within such time as may be specified
by the examiner. Failure to file such a
statement shall not give rise to any
implication that the applicant or pat-
ent owner agrees with or acquiesces in
the reasoning of the examiner.

[46 FR 29182, May 29, 1981]

§ 1.110 Inventorship and date of inven-
tion of the subject matter of indi-
vidual claims.

When more than one inventor is
named in an application or patent, the
Patent and Trademark Office, when
necessary for purposes of an Office pro-
ceeding, may require an applicant, pat-
entee, or owner to identify the inven-
tive entity of the subject matter of
each claim in the application or pat-
ent. Where appropriate, the invention
dates of the subject matter of each
claim and the ownership of the subject
matter on the date of invention may be
required of the applicant, patentee or
owner. See also §§ 1.78(c) and 1.130.

[61 FR 42805, Aug. 19, 1996]
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